Appln. No. 09/998,130 

Amdt. dated Mar. 18, 2004 

Reply to Office Action of Dec. 18, 2003 

REMARKS 

Claims 1-78 are pending in the subject application. Claims 1, 3, 30, 39, 49, 59, and 
61 have been amended. No new matter is raised by these claims amendments. Claims 19-20 
have been canceled. Claims 54-57 are allowed. 

Objection to the Specification 

The Examiner objects to the phrase "and the like" because its meaning can not be 
determined. Applicants respectfully disagree. One skilled in the art would know what the 
phrase means in the context of the specification. Moreover, the Examiner has not provided a 
statutory basis for such an objection. Accordingly, applications request withdrawal of this 
ground of rejection. 

Rejection of claims 1, 3, 19-53, 58-69 and 70-78 under 
of 35 U.S.C. §112, Second Paragraph - Indefiniteness 

Claims 1, 3, 19-53, 58-69 and 70-78 stand rejected under 35 U.S.C. § 112, second 
paragraph, on the grounds that the claimed invention is not particularly pointed out or 
distinctly claimed. The Examiner objects to the recitation of "(pH 7.5, 30 min.)." 

Claims 3, 21-53, 58-69 and 70-78 have been amended and claims 19-20 have been 
canceled thus rendering this ground of rejection moot. Accordingly, applicants request 
withdrawal of this ground of rejection. Claims 1 and 70-78 do not, however, recite the "heat 
stability" claim limitation, as alleged in the office action, and were not amended to clarify this 
distinction. Therefore, this ground of rejection is moot for these claims as well. 

Claims 70-78 have been rejected as indefinite due to omitting instructions for using 
the kits. Applicants respectfully disagree. Kit claims do not require any recitation of 
instruction. Moreover, claims 70-78 contain no limitations that are ambiguous or indefinite. 
Accordingly, applications request withdrawal of this ground of rejection. 
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Rejection under 35 U.S.C. § 102(b) or 103(a) 

Claims 1-6 have been rejected under 35 U.S.C. § 102(b) as anticipated by or, 
alternatively, under § 103(a) as obvious over van Dijken et al. (Archives of 
microbiology, V 1 11(1-2), pp. 7-83, Dec. 1976). Applicants respectfully disagree. Van 
Dijken does not teach each and every element of the claimed invention. For instance, the 
present claims recite an enzyme with reactivity to thio-NAD. van Dijken does not teach 
or suggest this, van Dijken teaches that its formaldehyde dehydrogenase or formate 
dehydrogenase is " strictly dependent on NAD and glutathione for activity" (page 77, 
column 1). 

In addition, the present claims recite a glutathione-dependent formaldehyde 
dehydrogenase with an optimal pH of about 7.5-8.5 for the production of S- 
formylglutathione. van Dijken discloses enzymes for the production of thiol ester bonds 
with a pH of 8.0 and one with a pH 7.0(page 78, columnl), which is outside of the pH 
range of the claimed invention. Thus, applicants respectfully assert that van Dijken does 
not teach nor suggest the claimed invention and therefore does not render the claims 
obvious. Accordingly, applicants respectfully request withdrawal of these grounds of 
rejection. 



Rejection under 35 U.S.C. § 102(b) 

Claims 19-20 have been rejected under 35 U.S.C. § 102(b) as anticipated by 
Garrow (US Patent No. 5,668,173). The claims have been canceled thus rendering this 
ground of rejection moot. Accordingly, applicants request withdrawal of this ground of 
rejection 
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CONCLUSION 



It is believed that the present claims are in conditions for allowance and earnestly 
request allowance. Extensions of time are hereby petitioned under 37 C.F.R. § 1.136(a), 
and any fees required therefor (including fees for net addition of claims) are hereby 
authorized to be charged to our Deposit Account No. 1 1-0600. The Examiner is invited 
to contact the undersigned attorney if necessary to expedite allowance. 



Respectfully submitted, 



KENYON & KENYON 



Date: }, 





W. David Wallace (Reg. No. 42,210) 



1500 K Street, N.W. 
Washington, D.C. 20005 
Telephone: (202) 220-4200 
Facsimile: (202) 220-4201 
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